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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )K Responsive to communication(s) filed on 16 March 2007 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) K? is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1^3 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) QThe oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) [>3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)IEl All b)Q Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) D Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 

1 . This Office Action is a response to the remarks filed on March 16, 2007. Claims 
1-3 have been amended; no claims have been cancelled or added. 

2. In view of the amendment(s) and remarks, the rejection under 35 U.S.C. §1 12 of 
claim 2 the rejection under 35 U.S.C. §102(a) of claims 1-3 as being anticipated by Goto 
et al., and the rejection under 35 U.S.C. §103(a) of claims 1-3 as being unpatentable as 
obvious over Yamago et al. in view of Leonard et al. and Alger have been withdrawn. 

3. Claims 1-3 are now pending. 

Claim Rejections - 35 USC § 103 

4. The text of this section of Title 35 U.S.C. not included in this action can be found 
in a prior Office Action. 

5. Claims 1-3 are rejected under 35 U.S.C. §103(a) as being unpatentable as 
obvious over Yamago et al. ("Tailored Synthesis of Structurally Defined polymers by 
Organotellurium-Mediated Living Radical Polymerization", Journal of American 
Chemical Society, 2002, 124, 13666-13667) in view of Alger ("Polymer Science 
Dictionary", 2 nd Edition", Chapman & Hall, 1997), for the rationale recited in paragraph 2 
of Office Action dated on September 18, 2006. 

Response to Arguments 

6. Applicants traverse the rejection under 35 U.S.C. § 103(a) of claims 1-3 as being 
unpatentable over Yamago et al. in view of Alger. Applicant's arguments have been fully 
considered but they are not persuasive. 
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7. Examiner accepts that it was typing error in the paragraph 2 of previous Office 
Action dated on September 18, 2006, and the rejection was made under 35 U.S.C. 
103(a) because the references render the claimed subject matter "obvious". 

8. In the response to the arguments that it is commonly known that the polymers 
prepared with the use of azo initiator inherently have broad molecular weight distribution 
or polydispersities (pages 5-6, the bridging paragraph), it is noted that the features upon 
which applicant relies (i.e., broad molecular weight distribution or polydispersities) are 
not recited in the rejected claim(s). Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

9. Applicants contend that In re Kahn decision was handed down well after the 
CCPA decisions (In re Kerkhoven and In re Crockett) cited by the Examiner, and that 
unlike the Ex parte Quadranti decision cited by the Examiner, which is a Board of Patent 
Appeals and Interferences decision, the In re Kahn decision was handed down by the 
CAFC, which takes precedence over Board decisions (page 6, 3 rd paragraph). 

10. It is worth to mention "Obviousness can only be established by combining or 
modifying the teachings of the prior art to produce the claimed invention where there is 
some teaching, suggestion, or motivation to do so. In re Kahn, 441 F.3d 977, 986, 78 
USPQ2d 1329, 1335 (Fed. Cir. 2006). The teaching, suggestion, or motivation must 
be - found either explicitly or implicitly in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. "The test for an implicit showing is 
what the combined teachings, knowledge of one of ordinary skill in the art, and the 
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nature of the problem to be solved as a whole would have suggested to those of 
ordinary skill in the art." In re Kotzab, 217 F.3d 1365, 1370, 55 USPQ2d 1313, 1317 
(Fed. Cir. 2000). See also In re Lee, 277 F.3d 1338, 1342-44, 61 USPQ2d 1430, 1433- 
34 (Fed. Cir. 2002) (See MPEP 2143.01 [R-5]). 

Alger discloses that azo initiator is well known type of initiator for the 
polymerization. Azobisbutyronitrile is by far the commonest example, others include 
azobiscyclohexylnitrile and 2,2'-azobis-2,4-dimethylvaleronitrile, etc. (page 35). These 
initiators are widely used as free radical polymerization initiators especially for styrene, 
vinyl chloride, etc. (pages 34-35). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to incorporate azo type polymerization initiator as 
taught by Alger in Yamago's polymerization process with new organotellurium-based 
initiators with reasonable expectation of success, because "It is prima facie obvious to 
combine two compositions each of which is taught by the prior art to be useful for the 
same purpose, in order to form a third composition to be used for the very same 
purpose.... [T]he idea of combining them flows logically from their having been 
individually taught in the prior art." In re Kerkhoven. 626 F.2d 846, 850, 205 USPQ 
1069, 1072 (CCPA 1980) (citations omitted) (Claims to a process of preparing a spray- 
dried detergent by mixing together two conventional spray-dried detergents were held to 
be prima facie obvious.). See also In re Crockett . 279 F.2d 274, 126 USPQ 186 (CCPA 
1960) (Claims directed to a method and material for treating cast iron using a mixture 
comprising calcium carbide and magnesium oxide were held unpatentable over prior art 
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disclosures that the aforementioned components individually promote the formation of a 
nodular structure in cast iron.); and Ex parte Quadranti, 25 USPQ2d 1071 (Bd. Pat. 
App. & Inter. 1992) (mixture of two known herbicides held prima facie obvious). 

11. In the light of the discussion above, the rejection of record has not been 
withdrawn. The rejection remains in force. 

12. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Bernshteyn whose telephone number is 571- 
272-241 1. The examiner can normally be reached on M-F 8-5:30. 



/ 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Michael Bernshteyn 
Patent Examiner 
Art Unit 1713 

MB 

06/07/2007 

DAVID W.WU 
SUPERViSQfiY PATENT EXAMINER 
TE@«0L06y CENTER 1700 



